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- Sir:

-~

This petition is ‘a request that the Commissioner of Patents and Trademarks
(“Commissioner”) exercise his supervisory authority in two separate circumstances: (1) over the
- Examiner responsible for this application with respect to an Office Action mailed January 7, .
2000, in the above-referenced patent application and (2) over the Group Director who is
responéible for supervision of the Examiner assignéd to the present application and who is
additionally respofxsible for the other examiners in Technology Center 2700 assigned to examine

other applications related to the present application because they share a parent disclosure under

35 U.S.C. § 120.
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I Apphcams respectfully petition the Comnussmner to impose a schedule on the examiners
responsible for this and related applications, including the Group Director, who has overall
supervisory authority over the examiners and supervisory examiners respbnsible for all these
applications. -Applicants urge that the Cormmssmner require the examiners responsxble for each
active application to issue an Office Action within thirty days of the Comrmssmner s grant of this
‘ petition and to respond to each subsequent arnendment or Rule 111 response within tl-urty days .
after iis filing with the Patent and Trademark Office (PTO). Such a schedule wouid impose a
'. time limit prohdbiting further delay in issuing Office Actions and other correspondence in this
application and the other applications related under 35 U.S. C § 120.

42. Apphcants respectfully petition the Commissioner to require the Examiner to vnthdraw a

so-called “Administrative Requirement” imposed on Applicants by the Examiner in the Office
Action enumerated above. | |
The Administrative Requirement, its improper nature, and the unreasonable delays of the .
PTO requiring a Commlssmner mandated schedule are descnbed in detail below. A $130.00 fee
for ﬁlmg this Petition is enclosed herewith. Under the provisions of 37 CF.R. § 1. 181(f), this

'petmon is timely filed vmhm two months from the Ofﬁce Action issued January 7 2000

"I Introduction

In the period between March 2, 1995, and June 7, 1995, Applicants filed 328
applications, including the instant application. These related applications were continuation

applications of Applicants’ pending application serial number 08/1 13,329, filed Augusf 30, 1993.
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Dunno the period from June 1995 throuah \Iovember 1998, the PTO issued well over seven

hundred Office Acnons revaxdmo these applications. Apphcants diligently responded to each of -

these seven hundred Office Actions and, in all respects, vigorously pursued the allowance of each

of these apphcatlons These responses included over 25 thousand pages of detéiled exposition of

- why t}ie various _gIounds of rejection were improper. In tlus process the assignee of these

 applications, Personaliied Media Communications, L.L.C., expended over twenty-five man-years
of attorney time. This process has cost Applicants over $500,000 in filing and other PTO fees
and well in excess of $1 million in attorneys fees. Additionally, Applicants themselves expendeci
over five man;years on prosecution activities from the Fall of 1994 to the present. Through the
industrious effort of Applicants and the PTO, by November 1998, nine applications were allowed
with the issue fee paid in six apphcanons, another sixteen appllcanons were mdlcated to be
allowable, and some sixteen other apphcahons mcluded claims directed to subjéct matter
indicated to be allowable.

In November 1998, Apphcants representanves and PTO management commenced a
senes of interviews. During these interviews, senior PTO management expressed the view that
the further exammatlon of Apphcants related apphcanons could be expedited by reducis:g the
number of pending apphcatxons ‘Applicants agreed to consohdate the claims into 56 subject

. matter groups as-explained in detaJl below Thousands of claims were cancelled from pendmg :

applications and transferred into groups of two to four apphcanons directed to , each subject
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fna_tter group. This consolidatien process has cost Applicants over $500,000 in additional new
claim fees under 37 C.F.R. § 1.16(b-c).

Applicants expected that the thousands of man hours of effort put forth by Applicants and
the1r representatives in prosecunng these related application, which had resulted in huhdreds of
claims indicated to be allowable, would provide a solid foundation on which the further
prosecution of the remaining consolidated applications would be based. To the contrary, the
consolidation proceés has resulted in the effective suspension of the prosecution of Applicants’A
applicaﬁons. Nearly a year passed between the consolidation of the claims in the instant
application and the issuance of a complete office action. Only one other of Applicants’ related
. applications has been addressed by the PTO since the consolidation process .I.Jegan over a year -
ago. Furthermore during this time four of Applicants’ allowed applications were thhdrawn
from issue after payment of the issue fee based on the contention that one or more claims therein |
were unpatentable. However, the PTO has provided no explanation supporting the alleged
unpatentability of those claims. The prosecution of Applicants’ related applications has been -
repeatedly delayed through the imposition of unlawful requirements oh Applicants by the PTO

and through the general inaction of the PTO.

A.  Summary of the First Petition Request -

The first fequest is necessitated by the repeated delay by the examiners in Technology
Centér 2700 in acting on this application and Applicants’ related applications even as they are

purportedly being directly supervised by the Director to expedite consideration of .Applicants’
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related applications. The present application was filed June 6, 1995, and claims priority under 35
U.S.C. § 120 of an application filed on November 3, 1981. The Manual of Patent Examining
Procedure (M.P.EP.) § 708.01(i) designates such an abplicatioe as a “special case” and requires
that it be taken out of turn. Each of Applicants’ 328 related co-pending apelications has an
~ effective pendancy of more than ﬁ‘ve years and, thus, must be treated as “speciai cases” uﬁder
M.P.E.P. § 708.01(i). As will be explained in detail below, this application and those related to it
have not been taken out of turn and advanced for examination. Rather, their consideration hasA
been purposefully delayed contrary to the MP.E.P.’s mandate. The Commissioner must‘exerc1se
_ his supervisory authonty 1o correct this circumstance. As will be explained in detail below, the
Commissioner should impose a schedule on the Examiner of this appllcanon and the other
examiners handling Applicants’ related applicaﬁons. In Applicants’ view, the delay in
examination -of this and all related .applications is directly attributable to the PTO. Applicants
have diligently sought to advance and accelerate the examingtion process. The present pattem of

delay must be corrected. .

B. Summary of the Second Petition Request

The second request in this Petition is necessitated by Examiner William Luther’s
improper 'im’position of a so-called “Administrative Requirement” included in the Office Action
issued in the present apphcatlon on January 7,2000. In brief, the Administrative Requirement

compels Applicants to do one of the following in order to obtain allowance of the instant

application:
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(1) file a terminal disclaimer in all Applicants’ co-pending related
applications, not just th_e instant application, without regard to the subject matter claimed
therein;

(2)  provide an affidavit attesting that no conflicts exist inbany of the co-
pending applications; or |

| (3)  resolve all conflicts in. all of Applicants’ co—peﬁding applications by
identifying how the claims in the instant application are distinct and separate inventions
from all claims in all Applican£5’ co-pending applications.

In essence, the Examiner seeks to require Applicants to relieve him from the obligation of
examining the application for such conflicts as required byA the M.P.E.P. The Examinér’s stated
basis for this requirement is the large number of co-pending claims. Contrary to the Examiner’s
assertion, as explained below, Applicants have undertaken every effort to ease any burden on the
Examiner in performing his duty to compare the claims in this application with claims in the co-
~ pending applications as required by the M.P.E.P. Applicants have consolidated claims of
pending applications into groups with common subject matter. Further, Applicants have
submitted extensive doc.umentation on paper and in electronic fonnat to assist the Exaniiner in
analyzing and comparing the claims. Despite this, in the mere recent January 7, 2000, Office
- Action, the Examiner has imposed this unwarranted Administrative Requirement upon the
Applicants. As the Administrative Requirement has been made a condition of allowance,

Applicants’ failure to comply with it will result in abandonment of the instant patent application.
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The actions of the Examiner have exceeded his authority and are contrary to PTO procedures as

mandated by the M.P.E.P.
II. ~ Description of Prosecutlon Actnvmes for Thns and Related Apphcahons A

1. The present apphcatlon is a continuation apphcatlon claiming the beneﬁt under 35 U. S C.
§ 120 of U.S. Patent Application, Serial No. 096,096, entitled “Signal Processmg Appararus and
Methods,” filed on Seﬁterﬁber 11, 1987 in the name of John C. Harvey and James W. Cuddihy
(Ha:véy 1987 application). The Harvey 1987 application is a coﬁtinuatiori—in—paﬁ application
claiming the benefit under 35 U.S.C. § 120 of U.S. Paten; Application Serial No. 317,510, filed
~ November 3, 1981, in the name of Harvey and Cuddihy and also entitled “Signal Processing

| Apparatus and Methods” (Harvey 1981 application). The present applicatioﬂ claims, under 35

U.S.C. § 120, the benefit of the filing date of the Harvey 1981 application. Sevén Um'téd States
- patents ﬁave'.issued to dateAincluding either the disclosure of the Harvey 1981 application or the |

Harvey 1987 application:

U.S. Patent No. 4,694,490 U.S. Patent No. 5,233,654

U.S. Patent No. 4,704,725 U.S. Patent No. 5,335,277
U.S. Patent No. 4,965,825 A _U.S. Patent No. 5,887,243

U.S. Patent No. 5,109,414
In the penod between March 1995 and June 1995, Apphcants filed some 328 Umted States
patent apphcatlons which claimed the benefit under 35 U S.C. §120 of elther (i) the Harvey 1981
" application through the Harvey 1987 ‘apphcatlon or (ii) solely the Harvey 1987 application. Each
. of these applications was a continuation application uﬁder thenA Rule 60, 37 C.F.R. §1.60, of U.S.‘

Patent Application Serial No. 113,329, filed August 30, 1993, which claimed the benefit of
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Harvev 1981 application through the-Harvey 1987 application.l All Applicants’ Rule 60
apphcanons were filed prior to the June 8, 1993, effective date of those provisions of the
Uruguay Round Agreements Act, Pub L. No 103-465 §337, 108 Stat. 4983 (1994), which

modified the effectlve term of issued United States patents to twenty years from the earliest

| effectrve filing date for the apphcatxon under 35 U.S.C. §120 Apphcants in good faJth duected

the claims in each Rule 60 apphcatlon to what was considered dlstlnct sub_]ect matter as will be
described in greater detail below. In the period from June 1995 through November 1998,-

Applicants vigorously pursued allowance of each of the applications. Over twenty-five man-

~ years of effort were exerted to prepare detaxled responses in each apphcanon providing an

‘ explanatron of (l) the support from r.he 1981 and 1987 disclosures for the clarms as requested, -

and @) the patentable distinctions between the pendmo claims in each apphcatlon and the prior
art. Numerous interviews were conducted ‘By the Fall of 1998 this effort had resulted in rhel
allowance of nine of these app_lications, the indication of a- notice of allowance in a further
sixteen aoplications and the indication of allowable subject matter m an ‘addit'iona‘l sixteen -
apphcanons |

2. On November 25 1998, Applicants’ representatives, Donald J. Lecher and Thomas J.

Scott, Jr., met w1th Chlef Examiner Andrew I. Faile, Group Art Unit 2712 to discuss further

! In certain applications, the claim under 35 U.S.C. § 120 was later limited to the Harvey -

- 1987 application.
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proceedings in the PTO on Applicants’ remaining unallowed applications. At that meeting,
Applicants’ repfesentatives provided Examiner Faile a document entitled “Analysis of PMC
Application Claims by Subject Matter Categories.” [The subject category analysis document is
attached as Exhibit A to this Petition.] The subject matter categories in the Exhibit A document,
which had been previously identified to the PTO examiners, define the claims of the Applicants’
_ applications based on the general subject matter to which the claims are addressed. As stated '
above, each PMC application had its own subject matter identification which defined the specific
distinc;t subject matter presented in that application. For organizational purposes, Applicants
grouped the applications into general subject matter categories. For example, the general subject
matter category designated ADVT is addressed to systems which present advertising }at receiver
sites and the general category designated ASIN is addressed to systems for assembling
information and instructions at a receiver site. Under these general subj-ect matter categories,
each application had a specific subject matter to which its claims were addressed. ‘
3. At the November 25, 1998 interview, Examiner Faile indicated that the PTO desired to
consolidate all Applicanfs’ applications in each of the 56 subject matter groupings into one or
twé applications and then to resolve collectively any remaining issues as to the' pending.claims
under 35 U.S.C. §112 and with regard to general double patenting issues in such consolidated
A' applications. Examiner Faile expressed the view that the claims within each subject matter
category were similar such that they could be presented in one or two applications for each

category. Accordingly, Examiner Faile request the consolidation of the claims and assured
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Applicants that no restriction requirements would be warranted or would be issued as a result of
combining different claims into one application. Examiner Faile’s stated view was that, after
resolving such §112 and general double patenting issues for eaeh group, any rejections on art or
otherwise could then be resolved for that group by the responsible examiners and Applrcants
representatives. Followmg the November interview, Apphcants provrded Examiner Falle by e-
mail additional detailed information as to the status of all PMC’s applications. .Apphcants
representatiiles had further discussions which resulted in a final interview on' prosecution
proc‘:edures with Examiner Faile on February 25, 1999. At that interview, a ﬂo“rchart was'
- produced to govern the «consolidation” of the various claims into 2 limited number of
 applications and their examinations by the PTO examiners. The flowchart on the consohdatron
process is attached to this Petition as Exhibit B. The consolidation of Applicants’ groupings
would, in the PTO’s stated view, allow for an acceleration of the overall prosecutron process. |
4. Pursuant to this procedure PMC began in Spnno 1999 to consohdate its vanous
apphcanons, with assistance of Chief Examiner Faile, using an Interview Summary Sheet to
effect the consolidation. [The general form of this Interview Summary Sheet is attached to this
Petition as Exhibit C.] In each case, the surviving applications were amended to include all
claims for a particular subject matter grouping and the orher applrcatrons were erther expressly
_abandoned or allowed to be abandoned by failure to respond to an outstanding PTO actlon.
AAttached to the Petition as Exhibit D rs a list of the applications to remain oending for eachiof the

56 subject matter groupings through which the PTO was to consider all Applicants’ pending

10
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claims. In early Summer 1999, the PTO and. Applicants’ representatives set up a priority list for
the consideration of the various groups and an interview procedure for evaluation of Applicants’
applications. [These documents are attached as Exhibits E and F to the Petition.]
3. The PTO decided to assrgn a group of examiners under the general direction of Chief
Examiner Andrew L. Faile, Art Group 2712, and Chief Exarmner Tommy P. Chin, Art Group
2713, to follow the speciﬁed procedure of interviews to clarify any issues pursuant to 35 U.S.C.
§112 or the relative art considerations and to generate Office Actions. During this process,
numerous applications in which al'lowable subject matter had been noted or which had been
indicated as allowable but for which issue fee documentation had not been mailed were
consolidated in one or more of the 56 subject matter groupings so that the various claJms could
be evaluated and issued together under the PTO’s new procedure.
6. The first subject matter groups to be considered by the PTO were groupmgs Applrcants '
had desxgnated with the terms (1) INTE whlch covers “methods of integrating remote w1th local
processmg and 1magmg” and (2) MULT, which covers “coordination of multr-charmel/medra and
multi-media presentations.’ * Various senior PTO management, in partxcular Director James L.
Dwyer, promised that the PTO would 1ssue an office action in the INTE and MULT claims in
early October 1999. Copies of e-mail correspondence between Apphcants representatwes and
. Director Dwyer regarding these office actions are attached to this petition as Exhrbrt G.
7. | At the sarrle time, Director Dwyer was also evaluating whether four of the five PMC

applications in which the issue fee had been paid should be a part of the consolidated prosecution

11
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procedures. (The PTO clerical staff is unableA to find one of the five applications on which
Applicants had paid the issue fee.) These ﬁve applications were in condition to be:issued as
letters patent. In fact, one had been assigned a patent number and issue date_. The examination
corps under the direction of Director Dwyer evaluated whether these four applicatioﬁs should be
withdrawn from issue pursuant to 37 C.F.R. §1.313. Applicants’ view was that such wiﬂldr;iwal _
was not warranted. Applicants viewed the c.onsolidated examination process as a means to
expedite prosecution. In Applicants’ view, it was counterproductive to subject applications that
~ had already been allowed to this process. A series of interviews were held with respect to the
.withd:awal issue on June 16, 1999; July 1, 1999, and July 13, 1999. At these interviews, the
PTO examiners expressed their vjews as to why the clﬁms should be not be issﬁed. The
examiners expressed the basic view that one or more claims in thése applicatioﬁs were
unpatentable either under §102, §103 or §112, i.e., not patentable over U.S. Patent No. .4,536,791 '
to John G. Campbell et al. or not properly supported in the original Harvey 1981 or Hafvey 1987
application specifications as required by 35 U.S.C. §112. Although Director Dwyér exp_reésed
his poli‘cy that the claims should be amended to addréss the Examiners’ concerns, no further
details were given as to the ‘speciﬁc grounds for reversipg the determinaﬁon that these _
applications were allowable. On August 5, 1999, in order to provide as much information as
- possible for advancing the prosecution and despite the lack of specific grounds for the
determinations of unpatentability, Applicants submitted amendmeﬁts uﬁder 37 C.F.R. §1.312 for

certain of these applications and detailed arguments for each application as to why the various

12
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general potential grounds for withdrawal were improper. These submissions are attached to the
Petition as Exhibits H, I J and K. On November 4, 1999, Director James L. Dwyer of
Technology Center 2700 issued 2 letter withdrawing four of the allowed applications from
issuance. No explanation for the withdrawal was provided, only a blanket statement that the
' apphcauons were being withdrawn due to unpatentability of one or more of the claims. The
Jletter indicated that the withdrawn applications would be forwarded to the exarniner for prompt
appropriate action. The prompt action was to include notifying applicant of the new status of the
i withdrawn applications. A copy of this letter is attached to this Petition as Exhibit L No further
co.mmunications regarding these applications have been received to date. |
8. Attached to this Petition as Exhibit M is a chart preﬁding the status of a representative
list of Applicants’ applications which had been allowed or for which allowable subject. matter
had previqusly been foﬁnd. | |
9. In the period since June 1995, only one of Applicants’ applications has been issued_,'
Seriél No. 480,060, filed June 7, 1995, issued on March 23, 1999, as U.S. Patent No. 5,887,243.
(A cppy of the patent is attached to this Petition as Exhibit N.) There was an error on the face
page of the ‘243 patent as to its term A Certificate of Correctlon as to this error was submltted |
to the PTO on April 26, 1999 and is still under consideratlon at the PTO. (A copy of the
. Certificate of Correction is attached to this Petition as Exhibit O.) | |
10.  An Office Action was 1ssued in the present INTE application on October 19 1999. This

Office Action was incdmplete and did not include the Admmlstranve Requirement addressed

13
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herein. The Office Action subsequently was reissued on January 7, 2000, with supplemental
rejections including the Administrative Requirement. An Office Action was eventually issued in
the MULT application (S/N 08/487,526) on January 14, 2000, some three months after it was
promlsed The Office Action in the INTE application (as in the MULT application) includes new
grounds of rejection and accordmOIy deems Applicants’ prior response moot. To date, no other
Office Action in any of the other subject matter groupings have been 1ssued, contrary to the
express promise of senior PTO management.

11. In spite of all Applicants’ efforts, the Examiner has failed to deal with Applicants in good
faith. He has imposed the Administrative Requirement thch is totally contrary to law as
~ explained below. Technology Center 2700, through Du'ector Dwyer, has fa.ﬂed to deal with this
application and the related applications ﬁth the dispatch which the M.P.E.P. mandates. Thisisa

clear case in which the Commissioner’s supervisory authority is required.

III. The Administrative Requirement Imposed Upon Applicants to Resolve Alleged
" Conflicts Between Applicants’ Applications is Totally Contrary to Law and Should |
be Withdrawn.

Applicants respectfully petition the Commissioner to require the Examiner to withdraw

the so called “Administrative Requirement” imposed by the Office Action mailed January 7,

14
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2000. The unreaspnable.and unfair nature of the Administrative Requirement is éxplained in
detail below.” |

On page 128 of the Office Action, the Requirement compels Applicants to:

(1) file terminal djsclaimérs in each of Applicants’ related applications terminally
dlscla_umng each of the other applications; | |

() provide an  affidavit attesting to the fact that all claims in all of Apphcants
applications have been reviewed by Applicants and that no conflicting claims exists between the
applications. Applicants would be required to provide all relevant factual information including
the specific steps taken to insure that no confhctmg clalms exist between the applications; or

(3) resolve all conflicts between claims in the various applications by 1dent1fymg how all
the claims in the instant application are distinct and separate inventions from all the claims in the
other co-pending applicaﬁons |

By explicitly requmng Applicants to comply with one of these req'uirements to obtain
allowance of the application, the Examiner has imposed a condition which will result in-
| ababdohment if Applicants fail to.comply with the Requirement.
The Examiner states that the Requirement has been made because conﬂicté exist between _

claims of the related co-pending applications, including the present application. However, the -

2 Apphcants request through petition that the Commissioner impose an expedited
schedule on the examiners responsible for this and related applications and the Director James L.

Dwyer for Office Actions and other correspondence, is explamed in Section IV below. A
: ' . (contmued )

15
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Examiner has utterly failed to indicate which claims are conflicting. The Examiner has listed the
serial numbers of Applicaﬁts’ co-pending api)iications and attached an Appendix A thét includes
five claim comparisons of claims from the co-pending applications. No claim from the present
application is addressed. The Examiner deems this showing to be ‘;clear evidence” that
conﬂiCting claims egist between the 328 related co-pending applicau'oné and the present
_application. Further, tﬁe Examiner states that an analysis of all claims in the 329 rglated co-
pending applications would be an extreme burden on the Office requiring millions of claim
comparisons.
As wili be explained belc;w, this requirement has no basis in law.

A. The Alleged Administrative Requirement is Outside the Scope of
37 C.F.R. § 1.78(b) o

Rule 78(b) provides that:
Where two or more applications filed by the same applicant contain conflicting

claims, elimination of such claims from all but one application may be required in.
the absence of good and sufficient reason for their retention during pendency in

more than one application.
Rule 78(b) requires the elimination of conﬂicﬁng claims from all but one co-pending

applications. It cannot be construed to sanction the imposition of the present Administrative

Requirefnent.' ‘

schedule is necessitated by the unreasonable delay created by the PTO’s failure to act as detailed
below. . : :

16
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In the January 7, 2000, Office Action, the Examiner did not establish a procedure for the
elimination of conflicting claims from all but one application or provide analysis of such
conflicts to effect such elimination. Instead, he has required Applicants to: 1) file terminal
disclaimers in each of the related 329 applications; 2) provide an affidavit verifying that no
conflicts exist; or 3) resolve all conflicts between claims in the related 329 applications. None of
the options compelled by the Requirement is authorized by Rule 78(b). Therefore Applicants
resp'ectfully submit that the imposition of such a requirement is improper.

To implement the requirements of Rule 78(b), M.P.E.P. § 822.01 directs the Examiner to
wreat conflicting claims as follows:

Under 37 C.F.R. §1.78(b), the practice relative to overlapping “claims in

applications copending before the examiner. . . , is as follows: Where claims in

one application are unpatentable over claims of another application of the same

inventive entity because they recite the same invention, a complete examination

should be made of the claims of each application and all appropriate rejections
should be entered in each application, including rejections based upon prior art.

The claims of each application may also be rejected on the grounds of provisional

double patenting on the claims of the other application whether or not any claims

“avoid the prior art. Where appropriate, the same prior art may be relied upon in
each of the applications. M.P.EP. § 822.01 (6" Ed., Rev. 3, 1997), (emphasis

added).
Contrary to the express directives of M.P.E.P. § 822.01 and 37 C.F.R. § 1.78(b), the

Examiner here has made no effort to examine the co-pending applications nor made any rejection
~ to achieve the elimination of conflicting claims ﬁ'qm all but one co-pending application. He has

simply ignored these mandates.

17
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B. The Examiner’s Conditioning of Further Examination and Allowance of the
Applications on Compliance with the Administrative Requirement Exceeds
His Authority '

The Examiner has stated that failure to comply with the Administrative Requirement will
result in abandonment of the pfesent applicétion, - Applicants respectfully submit that
abandonment of an application can properly occur only: ‘
| (1) for failure to respond within a provided time p_eriod (under Rule 135);

" (2) as an express abandonment (under Rule 138); or

(3) as the result of failing to timely pay the issue fee (under Rule 316).

Thé PTO rules include no provision permitting abandonment for failure to comply with
'any of the requirements presented by the Examiner. To iﬁnpose an improper requirement upon
Applicants and then to hold the application as abandoned for failure to comply with the improper
requirement violates the PTO rules and exceeds the Examiner’s authority. Furthérmore, the
Examiner is, in effect, attempting to create a substantive rule which is above and Seyond the‘
rulemaking authority of the PTO, aﬁd therefore is invalid.

 In the Applicdtioﬁ of Mort, 539 F.2d 1291, 1§O U.S.P.Q. 536 (C.C.P.A. | 1976), the
applicant bad conflicting claims in multiple applications. The C.C.P.A. held that action by the A
Examiner which would result in automatic abandonment pf the application was legally untenabie.
Id. at 1296, 190 US.P.Q. at 541. In the present application, the Examiner has asserted that there
are conflicting élaims in multiple applications, ana by afﬁrmaﬁvely requiring | action by the

Applicants, the Examiner has imposed a.condition which will effectively result in an

18
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bandonrnent upon failure to comply with the Administrative Requlrement Therefore, under
Mott’s analysis, the Office Action’s condmonai abandonment of the apphcatlon is legally

untenable.

C. The Allegation that Examination is Burdensome and Onerous is Obviated by
Applicants’ Extensive Submissions :

The Examiner’s justification for imposing the Administrative Requlrement is that an
. analy51s of all claims in the related co- -pending apphcanons would be an extreme burden on the.
PTO requiringA millions of claim compansons. The burden of comparing the clalms in the
pending épplication to the claims in 328 other apphcauons is manageable within the context of
examination of a patent application for patentability. Such an examination mcludes, for
instance, a deterrmnatlon that the claims are not obvious in view of all printed publications,
including millions of issued U.S. patents, published more than a year prior to the ﬁhno date of
the application. Of course, the PTO does not compare each pending claim tp every printed
publication, but rather relies on the expertise qf the examiner and careful c_iasSiﬁcation of priof
patems_and technical literature to focus on the prior art that is most pertinent. Applicants have |
diligently worked to educate the Examiner regarding the differences between the claims of the
co-pending apphcatlons Apphcants have provided the PTO thh Apphcants’ classifications of
_ the various applications and have submitted extensive documents on paper and in electromc form
to assist the Exﬁminer in analyzing anci comparing the claims at issue. See supra. Part II 2.
Applicants and their representatives have conducted ﬁumerous interviews in an effort to answer

all the Examiner’s questions as t0 claims distinctions and similarities. In fact, after Applicants
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provided the various conﬁeptual groups used by Applicants t§ classify and organize the pending
applications, the PTO requested that all claims in each group be consolidated into groups of two
to four applications. Appiicants cbmplied with this requést in an effort to eliminate any
excessive bufden of claim comparison on the Examiner. See supra. Part II 3. Applicants have
submitted all information necessafy to enable the Examiner to focus on the most pertinént cléims
for comparison under a do-uble patenting analysis. | |
Despite the Applicants’ efforts to work with the PTO in providing supplemental material
to .assist with the Examiner’s task of claim comparisons, the Examiner has ixhpbsed the
Administrative Requirement effectively requiring Applicants to compare the claims and make a
, determination for the Examiner on the double patenting issﬁe. When an exa@ner is unable to
éniwléte any reason for rejecting a patent application, 35 U.S.C. § 131 mandates issuanée. By
£equhi1ig a statement from Applicants regarding conflicting claims, the Examiner has ignored the |
material submitted by Applicants to assist the Examiner in making such claim comparisons. The
Examiner may not ignore the record made by Applicants as to the relationship among the claims
and simply require a blanket statement which acts as if the record were nof present. The
Examiner has a duty to examine that. includes coﬁsidering all materials Applicants have

submitted.

D. The Examiner Has a Duty to Examine an Application and Can Not Shift This
Duty to the Applicants ‘

© Under 35 U.S.C. § 131, the Commissioner “shall cause an examination to be made of the

application . . ;; and if on such examination it appears that the applicant is entitled to a patent
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under the law, the Commissioner shall issue a patent therefor.” The statute clearly mandates an
" examination to occur on behalf of the Commissioner through his agent, the examiner. The use of
the mandatory word “shall” imposes a duty on the Examiner which may not be shifted to
Applicants. The duty to examine is the Examiner’s primary role. See also 35 U.S.C. §§ 101-103
(A person shall be entitled to a patent unless —..0) »
Moreover, undér 35 U.S. C. § 132, “[w]henever, on examination, any claim fpr a patent is
rejéctad, ..., the Commissioner shall notify the applicant th;reof, stating the reasons for such‘
rejectioh ...” This statute.provides that the Commissioner must give reasons for rejecting a
claim for a patent. M.P.E.P. § 706 provides that the “goal of examination is to clearly articulate
. any rejectibn early in the prosecution process so that the applicant has the oppo‘r‘tun.itv to provide
evxdence of patentablhty and otherwise reply completely at the earliest opportunity.” 37 C;F.R. §
1.104 further delineates the Examiner’s duty to examine and, provide reasons for any and all
rejections of a patent.
Here, however, the imposition of the Administrative Requirement by the Exammer shifts
the burden of examination and notification of the bases for rejection to the Apphcants By
forcing the Applicants to perform-the task of examination, the Examiner is requiring Applicants
to narrow the clairhs to avo;d what might, By others, be considered chﬂicﬁng claims. The
 Examiner is requiring Applicants to make an affirmative rapresentation. When no accompanying
| prinaa facie rejection requirement has been made, Applicants have no duty to under PTO rule 56,

or under any obligation found elsewhere in the rules, to determine whether claims may conflict.
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This role of examination is statutorily reserved for the Examiner under 35 U.S.C. §131. No
authority exists for shifting. the burden of performing the task of examination to the Apélicants.
Rather than conducting a thorough examination and then articulating his basis for
rejection of the instant application, the Examiner has essentially presumed obvious-type double
patenﬁng and has required Applicants to resolve the issue of obviousness-type doublé patenting
liay either: 1) filing tmﬁinal disclaimers; 2) filing an afﬁdgvit verifying ﬁat no conﬂictslexist; or
3) resolving all potential conflicts. Abandonment will occur if Applicants fail to comply with
one of these options as required by the Examiner. Under option 1), Applicants may concede the
validity of the double patenting rejection by filing terminal disclaimers and lose years of pat'ent'
cbverage with respect to all pendiné applications. Under bpﬁon 2), Applic;cmts may provide
information to insure that no conflicting claims exist between the applications. Under obtion 3),
Applicants may resolve all conflicts between the claims. All three options inipqsed by the
Administrative Requirement are unrea.%onablé and unfair to the Applicants and total_ly contrary to
.PTO' rules and procedures. The filing of terminal disclaimers in all pending applications is
essentially an admission that a double patenting rejection is a;ipropriate when no evideptiary
basis exists for that conclusion. A loss of valuable years of coverage is an unreasonabig and
unfair result when the Examiner has failed to establish a prima facie case of obviousness-type
.double patenting. Thus, if Applicants desired to traverse the double patenting rejection, under
options 2) and 3) they would be, contrary to the requlrements of law, forced to perform the task

of examination themselves, i.e., ensure no conflicting claims exist or resolve all conﬂxcts
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Apphcants have directed the claims in each application towards specific subject matter. The
claims attempt to define the specific subJect matter clmmed in a broad manner. Applicants are |
entitled to claim the subject»matter 1mented in the broadest manner that does not encompass
pnor art. A narrowing of claim coverage to avoid potential conflicts is an umeasonable and
- unfair result when the Exammer has failed establish a pnma facxe case of obwoueness-type
double patenting |

The statute and rules clearly impose on the Examiner a duty to examine an application for.
patent. There is no authority to shift this duty to Applicants for any reason. In the Oft'ice Action,
' the Examiner has cited the basis for rejection, namely obv1ousness-type double patentmg, but has
failed to prov1de the reasons for the rejection, which should mclude specific clmm comparisons.
Instead the Examiner has imposed the burden of exarmnatlon and determmatxon of patenfab1hty
| ‘upon Apphcants The Examiner has requlred Applicants to prove patentablhty, instead of the
Examiner demonstrating reasons of unpatentability. 'These actions are contrary to the provisions
of the Patent Act and the PTO rules and regulations.

E. Only When the Examiner Has Made A Prima Face Case May the Burden
‘ Shift to the Appllcant

When rejectmg claims, the Examiner bears the initial burden of presentmg a prima facie
case of obviousness. In re Oetiker, 977 F.2d 1443, 1445 24 U.S.P.Q.2d 1443, 1444 (Fed. Cir.
B 1992) Only if that burden is met, does the burden of coming forward with ev1dence or argument

shift to the applicant. Jd. If the Exammer fails to estabhsh a prima facie case, "the rejection is
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improper and will not s@d. In re Fine, 837 F.2d 1071, 1074, 5 U.S.P.Q.2d 1596, 1598 (Fed.
Cir. 1988).

To support obviousnéss-type double patenting Arejectiox.ls, the Examiner must conduct the
factual inquiries set forth in Graham v. Johﬁ Deere Co., 383 U.S. 1, 148 U.S.P.Q. 459 (1966).
Any resulting factual determinatidns are employed when making any obviousness-type double
patenting analysis. M.P.E.P. §804 mandates that the analysis employed in an obviousness-type
doublé patenting determination parallel the factual and legal analysis for a 35 U.S.C. § 103(a)
rejection. Thus, when making obviousness-type double patenting rejéctions, the Examiner
should make clear: (a) the differences between the inventions defined by the conflicting claims;
~and (b) the reaéons why a person of ordinary skill in the art would conclude &at the invention
deﬁned in the claim in issue is an obvious vananon of the invention defined in a claim in the
patent. M.P.E.P. §804 B.L. Therefore, the M.P.E.P. procedure for determining whether |
conflicting claims exist in related applications makes clear that the double patenting analysis is a
duty of thé Examiner, which may not be forced upon the Applicant under threat of abandonment.

F. Administrative Convenience is Not a Valid Reason for Imposing the 'Unfair,
Unreasonable Burden of Examination on the Applicants

As made clear by the U.S. Court of Appeals for the Federal Circuit, although “[pler se
rules that eliminate the need for fact-specific ana.lyéis of claims ﬁnd prior art may be
adrmmstrahvely convenient for PTO examiners and the Board Indeed they have been
sanctioned by the Board as well But reliance on per se rules of obviousness is legally incorrect

and must cease. Any such administrative convenience is simply inconsistent with section 103,
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which, gccording to Graham and its progeny, ernitles an applicant tp issuance of an otherwise
proper patent unless the PTO establishes that the invention as claimed in the application is
obvious over cited prior art, based “on the specific Compaﬁson of that prior art with claim -
limitations.” In re 0¢hirzi, 71 F.3d 1563, 3;7 U.S.P.Q.2d 1127, 1133 (fed. Cir. 1995). “The
obwousness 1nqu1ry is hlghly fact—spemﬁc and not suscepnble to per s€ rules ? thton Systems,
Inc. v. Honeywell, Inc., 87F.3d 1559(1), 1567(2), 39 U.S.P.Q.2d 1921 1325 (Fed. Cir. 1996).

In the instanf case, the Examiner’s justification for the 4Adrmmstrat1ve Reqmrement is the
apparenr burden of addressing and analyzing “millions of claim comparisons”.. As discussed
above, the apparent bu:den of making claim comparisons is obwated by Applxcams extensive
' submissions to assist and simplify the Examiner’s task of comparing claims. Further, as noted by
In re Ochiai administrative convenience is noi a valid reason for avoiding a fact-specific
analysis of claims necessnated by a proper obwousness type double patentmg rejection.

In Transco Products Inc.' v. Performance Contractzng, Inc., 38 F.3d 551(1) 32
U.S.P.Q.2d 1077 (Fed. Cir..1994), cert. denied, 513 U.S. 1151 (1995), the dlstnct court found
that the failure to disclose a stainless steel, longitudinal placement mode in the patent
specification ylolated the best mode requirement because an applicant must update the best
disclosure upon each ﬁhng ofa contmumg apphcatlon However, the Federal Circuit held that it
~ would be unfair and unreasonable to impose upon apphcants an addmonal best mode burden

with each filing of a continuation application. Id. at 1083. Further, the Federal Circuit held that i
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“[a]ctions . . . taken by the PTO primarily for administrative convenience, should not increase the
burden on an applicant regarding his ability tc; obtain patent protection.” Id. |

Contrary to the Examiner’s presumption, much of the analysis involved in the
examination of the first of the related applications isldirectly applicable to the examination of the
other related applications. Due to the overlap in search areas and relevant prior art, the allegation
of an undue admim'straﬁve burden suggested by the Examiner is simply not justified. No court
has ever implied that inconvenience to the PTO could ever be an excuse for foregoing the actual

examination of a patent application required for a double patenting rejection.’

3 The PTO may impose an administrative requirement on patent applicants only under
clearly defined and specified circumstances. When an application claims more than one
independent and distinct invention, an examiner may impose a restriction requirement pursuant
to 35 U.S.C. § 121 to ease the burden of examining that subject matter, thereby requiring an
applicant to file one or more divisional applications. Under M.P.E.P. § 809.02(a), the examiner
may identify each of the disclosed species, to which claims are restricted. However, in some
cases, such as where a large number of claims exist or the species are not easily discernible, an
examiner may identify at least exemplary ones of disclosed species. In such a case, an examiner
may impose the duty of grouping the claims in appropriate species on an applicant for
administrative convenience. The applicant in such circumstances is assisting the examiner in a
formal procedural matter. The recognized PTO procedure of requiring an applicant to divide the
claims into groups in response to a restriction requirement is clearly distinguishable from the

- Administrative Requirement imposed upon applicants. Under the examiner’s Administrative
Requirement in the pending application, the examiner is requiring substantive determinations of
patentability from the applicants. This task of examination is statutorily reserved for the
Examiner, 35 U.S.C. § 131. No authority exists in any part of the Patent Act for its imposition

upon an applicant.
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G. The Chart of Apparent Conflicts in the Claims is Insufficient to Support the
' Administrative Requirement

To the January 7, 2000, Office Action the Examiner attaches an Appendix A which the

Examiner contends to be a demonstration of claim conflicts. Appendix A fails to demonstrate

any conﬂjcté between claims of the present application and claims of the co-pending
applications. Rather, the Office Action Appendix A compares representaﬁve claims of other
applications in attempt 0 establish that “conflicting claims exist between the 329 related co-
pending applications.” Absent any evidence of conﬂicting claims between the Applicants’
preéent application and any other of Applicants’ co-pending applications, any requirement
imposed upon Applicants to resolve such alleged conflicts is im;iropér.

H.  The Examiner’s Administrative Requirement is an Unlawfully Promulgated
Substantive Rule Outside the Commissioner’s Statutory Grant of Power

The Commissioner obtains his statutory rulemaking authority from Congress through the
provisions of Title 35 of the United States Code. The broadest grant of rulemaking authority -
'35 U'.S.C.‘ § 6(a) -- permits the Commissibner to promulgate regulations directed only to “the -
conduct of proceedings in the [PTOJ". This provision does NOT grant the Commissioner
authorify to issue substantive rules.of patexj'xt law. Animﬁl Legal Defense Fund v. Quigg, 932 F.2d

920, 930, 18 U.S.P.Q.2d 1677, 1686 (Fed. Cir. 1991).* ‘Applicants _respectfully submit that the

4 accord Hoechst Aktiengesellschaft v. Quigg, 917 F.2d 522, 526, 16 U.S.P.Q.2d 1549,
1552 (Fed. Cir. 1990); Glaxo Operations UK Ltd. v. Quigg, 894 F.2d 392, 398-99, 13 _
U.S.P.Q.2d 1628, 1632-33 (Fed. Cir. 1990); Ethicon Inc. v. Quigg, 849 F.2d 1422, 1425,7
U.S.P.Q.2d 1152, 1154 (Fed. Cir. 1998). ‘
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Examiner’s creation of a new set of requiremgnts, allegedly derived from 37 C.F.R.‘ § 1.78(b),
constitutes an unlawful prémulgation of a substantive rule in direct contradiction of a long-
established statutory and regulatory scheme.

In ana.lyzmg whether the requuement is outside the Commissioner’s authonty, one must
ﬁrst deiermine whether the requirement as imposed by the PTO upon Apphcants is substannvé or
2 .procedﬁra.l'fule. Thel Administrative Procedﬁe Act oﬁ'gré general guidelines under which all
admin.iétrative agencies must operate. A fﬁndamental premise of administrative law is that
: admlmstranve agencies must act solely within their statutory grant of power. Chevrqn v. Natural
Resources Defense Council, 467 U.S. 837 (1984). The PTO Commissioner has NOT been
‘ granted power to promulgate substantlve rules of patent law. Merck & Co., Inc. v. Kessler 80
F.3d 1543 (Fed. Cir. 1996), citing, Animal Legal Defense Fund v. Quigg, 932 F.2d 920, 930, 18
U.S.P.Q.2d 1677, 1686 (Fed. Cir. 1991). | | |

The appropriate test for such a determination is an assessment of the rule’s irnpact on the
N Applicants’ rights and interests under the patent laws. Fressola v. Manbeck, 36 U.S.P.Q.2d

1211, 1215 (D.D.C. 1993) As the PTO Commissioner has no power to promulgate substaxmve

rules, the Commissioner receives no deference in his interpretation of the statutes and laws that A

give rise to the instant requirement. Merck & Co., Inc. v. Kessler, 80 F.3d 1543 (Fed.‘Cir. 1996),

* citing, Chevron v: Natural Resources Defense Council, 467 U.S. 837 (1984) When agency rules

either (a) depart from existing practice or (b) impact the substantive rights and mterests of the
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effected party. the rule must be considered substantive. Nat'l Ass'n of Home Health Agencies v.

Scheiker, 690 F.2d 932, 949 (D.C. Cir. 1982), cert. denied, 459 U.S. 1205 (1983).
1. The PTO Reduirement is Substantive Because it Radically Changes

Long Existing Patent Practice by Creating a New Requirement Upon
Applicants Outside the Scope of 37 C.F.R. § 1.78(b)

‘The Examiner’s Administrative quuirement is totally distinguisha_ble -frorn  the well
#rticulated requiremeﬂf aufhorized by 37CFR. § 1.78(b.), because it (1) creates and imposes a
new requirement to avoid abandonment of the application based oﬁ the allegation ﬁat conflicts
exist between claims of the related 329 co-pending applicgtions, and (2) it results in an effective
final doublé patenting rejection without the PTO’s affirmative double patenting rejection of the
~ claims. Long éxisting patent practice recognizes only two.types of double.'patenting, double
pateﬁting’ based on 35 U.S.C. § 101 (statutory double patenting) and double patenting analogous
_té 35 U.S.C. § 103 (the well-known obviousness type double patefxting).s These two well

establishc_ed types of double patenting lusé an objective standard to determine when they are

appro'priate6 and have a determinable result »on the allowability of the pending claims.

5 M.P.E.P. § 804(B)(1) states, in an admittedly awkward fashion, that the inquiry for
obviousness type double patenting is analogous to a rejection under 35 U.S.C. § 103: “since the
analysis employed in an obvious-type double patenting determination parallels the guidelines for
a 35 U.S.C. § 103 rejection, the factual inquiries set forth in Graham v. John Deere Co., 383 U.S.

1, 148 U.S.P.Q. 459 (1966), that are applied for establishing a background for determining
_obviousness under 35 U.S.C. 103 are employed when making an obvious-type double patenting

analysis”.
6 The objective test for same invention double patenting is whether one of the claims

'being compared could be literally infringed without literally infringing the other. The objective

test for obviousness type double patenting is the same as the objective nonobviousness
(continued . . .)
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The Examiner’s new Requirement represents a radical departure from long existing patent
practice relevant to conflicting clauns between co-pending apphcanons of the same inventive
entity. The two well estabhshed double patentmg standards are based on the conduct an
objective analysis of comparing pending and allowed claims. However, mA the present
apphcanon, there are no allowed claims nor has the Exaxmner conducted any objective analysis
~ of the cla1ms The Exammer ] ne»\r requirement to avoid double patentmg ICJCCtIOIl presumes
that conflicts exist between claims in the present application and claims in the 328 co-pendmg-
apphcanons 'l'hls presumptlon of conﬂ1cts between claims represents a radical departure from
long existing patent practice as defined by 37 C.F.R. § 1.78(b), which states:

Where two or more apphcanons filed by the same applicant contain eonﬂlctmg '

claims, elimination of such claims from all but one application may be required in -
the absence of good and sufficient reason for their retention dunng pendency in

more than one application.

Clearly, the only reqmrement authonzed by the rule is the elumnatlon of conﬂlcnng. '
‘claims from all but one application where conflicting claims have been determined to exist.
Furthermore, in order to determme that conflicting claims do in.fact exist in multiple
" applications, the only possible ana.ly51s is obvmusness-type double patentmg, since there are no
allowed or issued claims by wh1ch to employ the 35 U.S.C. § 101 statutory. double patenting |
analysis. Once obvmusness-type double patentmg analy51s has been applred and conflicting )

claims have been determined to exist, M.P.E.P. §804 IB mandates that only a provzszonal .

requirement of patentability with the diﬁ'erence that the dxsclosure of the first patent may not be
(continued . . .)
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obviousness-type double patenting rejection is possible until claims from one application are

allowed.
In summary, the Examiner’s new Requirement departs from long-established practice
because it (1) creates and imposes a new requirement to avoid abandonment of the application

based on the allegation that conflicts exist between claims of the related 329 co-pending .

-applications, and (2) it results in an effective final double _pétenting rejection without the PTO’s

affirmative double patenting rejection of the claims. As such, the Examiner’s Requirement isa

~ substantive rule beyond the authority of the PTO and is invalid.

2. The Administrative Requirement is also a Substantive Rule Because it
Adversely Impacts the Rights and Interests of Applicants to Benefits
of the Patent

The rights and benefits accorded to an owner of a U.S. patent are solely statutory rights.

Merck & Co., Inc. v. Kessler, 80 F.3d 1543 (Fed. Cir. 1996). The essential statutory rightina

patent is the right to exclude others from making, using and selling the claimed invention during
the term of the patent. Courts have recognized that some purported new procedural ruies of the
PTOV are actually substanfive rules, e.g., when the new rﬁle maele a substantive difference in ‘the
ability of the applicant to claim his discovery. Fressdla v. Manbeck, 36 U.S.P.Q.2d }21 1, 1214 N

(DD.C. 1995), citing, I re Pilkington, 411 F.2d 1345, 1349; 162 US.P.Q. 145 (C.C.P.A. 1969);

- and In re Steppan, 394 F.2d 1013, 1019; 156 U.S.P.Q. 143 (C.C.P.A. 1967).

~used as prior art.
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The Adrmmstratlve Requirement, on its face and as applied here, is an mstanoe ofaPTO
rule resulting in a substannve difference in Apphcants ablhty to claim their invention and,
therefore must be considered a substantive rule. The Requirement denies Appllcants rights and
benefits expressly conferred by the patent statute The measure of the value of these denied

rights and benefits is that the Requirement, as applied here, would deny Applicants the full and -

_complete PTO examination of Applicants’ claims on their merits, as specified by 37 C.F.R. |

§ 1.105. To require Applicants to file terminal disclaimers in each related application terminally
disclaiming each of the other applications based on the PTO’s incomplete examirlation on the
merits would deny Applicants the benefit of the full patent term of 17 years on each of the
Applicams’ respective applications. To require Applicents to resolve all conflicts compels them
10 narrow their claims without the benefit of a substantive determination regarding hovs' others
may potentrally mterpret Apphcants claims. Indeed, to require Apphcants to resolve all
potential conflicts, where no conflicts have been identified, demes Applxcants the beneﬁt of the
full scope of the pending claims. Applicants respectfully submit that the Requirement has a huge - |
rimpa'ct on their rights and interests in the presently claimed invention.;

3. ~ Conclusion Regarding the Admmlstratrve Requirement

In summary, the 1mposrt10n of the Administrative Requirement by the Exammer

* improperly shifts the burden of exarmnatxon to the Apphcants is outside the scope of 37 CFR

§ 1.78(b) and is totally unreasonable under the current cucumstances The Examiner presents no

basis in the pending cla1ms for the Requirement. Further, the Requlrement isa change to long
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existing practice and/or has a substantive impact on the rights and interests of Applicants to their
invention. Since the Commissioner has no power to issue substantive rules, the Requirement is

improper.

IV. The PTO’s Delay in Issuing Responses is Contrary to the Guidelines Expressed in
the M.P.E.P.

Applicants respectfully petition the Commissioner to invoke his supervisory authority to
require the Exami_ner for this apialication and the examiners responsible forA the related
applications to consider this application and Applicants’ relatéd applications “special” and tims
exﬁedite the prosecution of these applications. Under M.P.E.P. § 708.01, applications pending
more than 5 years, including those relating to a prior United States application, qtiaiify as

specml cases” and provides that such applications are advanced out of turn for examination.
Accordmgly, under M.P. EP §707 02(a), the supemsory primary examiners responsible for
| these applications should make every effort to assure that the PTO takes prompt action to finally
dispose of such applications, including monitoring the pendency of the application, locating the
best references and carefully applying them, and generally expediting prosecution. In eﬁ'ect,. |
every eﬁ'ort should be made to terminate the prdsecution of a case having a pendehcy of more
than 5 years. |

T'ﬁe instant application was filed June 6, 1995, orer four years ago, and has an effective

pendency of more than ﬁve years and, therefore, quahﬁes as a “special case.” In fact, this
application has an effective pendency of more than 18 years, far more than the 5 years of

pendency required for a case to be deemed “special,” see supra. Part II 1, and, therefore, is
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entitled to expedited examination. In accordance with the M.P.E.P., the Examiner should act
upon this application and the related applications without delay. |

The record in this application, as demonstrated above, includes no indication that anyone
exercising authority at the PTO has ever considered the present application or any related
application to be “special” and treated it accordingly. To the contrary, béfore and aftef the
_ issuance of U.S. Patenf No. 5,887,243 in March, 1999, the'PTO ex@ers responsible for these
applicétions have purposefully delayed all actions regarding this application and Applicants’ co-
pending applications. In March 1999, another five of Applicants’ related applications had been
a.l'lowed and ihe issue fees had. been paid. The senior PTO management overseeing the
examination of Applicants’ applications expressed the v*iev? that some unspecified claims in the
allowed applications claims may be unpatentable over particular references or rﬁay be
unsupported by the disclosure. At the June 16, 1999, interview, Director Dwyer indicated that
these allowed applications should be issued if amendments were made to addressAthe examiners
concerns. However, in that interview the PTO provided no specific grounds for believing that -
any claim in these applications was unpatentable. | Notwithstanding the abseﬁce of any
substantive rejecﬁon, Applicanté provided responses detailing the differences between the claims
and the references mentioned by the examiners and detailing how the speciﬁcationsv support tﬁe
: | claims. The response from Director Dwyer, was a letter withdrawing four of the ﬁvé casés from
issue. See supra Part II 7. When withdrawing the apphcatxons from issue, Dlrector Dwyer

provided no specific reasons to support the alleged unpatentability of any of the wuhdrawn
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clmms No action has been taken in the ﬁfth case because it is allegedly misplaced at the PTO.
Applicants submit that subJectmo apphcatxons that have been allowed to further exa:mnanoni
fails to constltute an effort to terminate prosecution and is thus totally contra:y to the pohcy
expressed in MP E.P. § 707. 02(a) The effect of the vmhdrawal from issue is thus a further
exarmnatlon of four allowed applications in an attempt to Jus’ufy the thhdrawal itself.
. Apphcants find this delay mexcusable and submit that 1t is contrary to the PTO’s own rules
regarding withdrawal of applications from issue and the handling of “special” cases.

~ Also, at the time of the issuance of the Patent No. 5,887,243, Applicants apd the senior
rﬁanagement overseeing Applicants’ applications had agreed on the consolida’don procedure to
expedlte the prosecution of the remmmng unallowed apphcauons See supra. Part II 3. Under
this procedure, Apphcants expected that the PTO would act on each consolidated sub_]ect matter
group after shghtly over a month of consideration. However, over seven months passed between
the consolidation of claims into the present application and any action by the PTO The PTO
.issued an incomplete Office Action on October 19, 1999. In a November 1999, mtemew,
attended by the Group Director, Applicants brought these deficiencies to the PTO’s atiention See
supra. Part I 6. As a result, the Office Action issued on 0ctober 19, 1999, was relssued nea:ly
three months later on January 7, 2000. The reissued Oﬁice Action included supplemental
-. rejections including the Administrative Reqmrement discussed above, which were not mcluded
in the original Office Action 1ssued in October. See supra. Part II 10. Therefore over ten months

passed between the consolidation of the claims.in the present application and the 1ssuance of the
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fe;ulting Office Action. | The only otber Office Action issued in any related application was
issued in the MULT application on January 14, 2000. The MULT Ofﬁce.Action had also been
promised in early October, 1999. The PTO specifically prorhised that further office actions m
related cases would issue shortly after the issuance of the action in the MULT application. To
date; no further communication has been received in any of the related applications. |

The consolidation process has failed to expedite the prosecution of these related
applications. To the contrary, it haS actually resulted in the effective suspension of the
prosecution of ;he related applications while each subject matter grouping is considered in turn at
a totally undisciplined pace. At the current rate of action by the PTO, the examination process
for these applications will take many years. The outstandmg Office Actlon in the present
application was in response to Applicants’ amendment to the claims. The amendment mcluded
new claims: corresponding to claims cancelled from two co-pending appllcatlons directed to
INTE subject matter. The claims were aménded to enhance their clarity as discussed with the
Examiners through_ the interview process. Specific specification support from the specification -
was provided for certain claims. Distinctions between pending claims and lcertain claims from
Applicants’ issued patents were enumera';ed upon the suggestion of the Examiners. Applicants’
amendment made ‘no substantive change to the scope of the claims. The amendment wés
primarily intended to consolidate claims and more cleariy the define the INTE subject matter.
Yet nearly a year passed before the PTO issued a cvomplete office action in response to the

amendment. This delay occurred despite the advancement of the prosecution of the instant
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application through two prior substantive office actions in the instant application and similar
prior consideration of thé added claims transferred from the two now abandonéd INTE
applications. Applicants’ claims have been repeatedly considered by the PTO. Numerous
interviews have been conducted whére the details of Applicants’ claimed invéntions have been
éxplaiﬁed. Further, Applicants have consolidated the pending claims into a limited number of
»aﬁplications at the reqﬁest of the PTO. There is no practical impediment to the expeditious
consideration of Applicants’ remaining applications. The present procedure followed regarding
the prosecution of these related applications is contrary to the mandate of M.P.E.P. § 707.02(a),
which requires every effort be madé to terminate the pro»secution of these applications.
* Applicants believe that the consolidation process caﬁ be conducted within the time limits
which the PTO examiners proposed themselves in Exhibit F. This process will résult in
substantive actions regarding each subject matter group to be issued after a little over a month of
concentrated consideration by the examiner assigned to each case. The process aIl_ows for input |
from Applicants to provide all information }equired for the Examiner to issue a prompt
substantwe action. Applicants note that some forty applications included claims that are
presently under consideration by the PTO and are directed to subject matter which has been
' indicated to be allowable. See supra. Part I 5. Applicants submit that the consolidaﬁon procegs
" as originally concelved will result in the expedmous presentatxon of claims directed to allowable

subject matter that may be promptly issued. The PTO should consxder each consohdated subJect

matter group without delay. Applicants submit that a schedule including time limits to act on
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each subject matter group must be adher‘ed'to. in order to ensﬁre that the consolidation process,
which was agreed upon befween Appliéants and senior PTO management, meets the mandate of--
§ 707.02(a) of the M.P.E.P. |

Aﬁplicants specifically 'reque.st supervisory‘ authbﬁty over the actions of Director Dwyer.
Aftef repeated attempts by Applicants to encourage and facilitafe prorﬁi)t actioi; on the ‘
épplicatioﬁs by the exaﬁliners supervised by Director Dwyer, no improvement in the examination
+ process is discernable. Director DWyeﬁs actions, in fact, have led to unreasonable delays in the
~ prosecution of this application and related applications. Eor example, DirecA:torA Dwyer had
Speciﬁcally' prbmised Applicants that the PTO would issue an office action on the INTE and
, MULT claims in early October 1999. While the Examiner did issue an office action in the INTE
. application on October 19, 1999, that office action was deficient and had to be reissued with a
Asupplemental rejection on January 7, 2000. The revised office action waé SO diﬁ'éreni‘ in scope
that it ¢ﬁ'ectively required an entirely new response from Applicants.  After numerous ’
._ correspondence and inquiries, an office action in the MULT application was eventually received
bn January 14, 2000, more than three mox;lths after this fssuance had been promised by Di;eqtor
Dwyer. See supra. Part 1 10. On anothér occasion, after issuing notices of ailowances on five
ré]ated applications and after Applicants had paid the issue fee on all five applications, Director
" Dwyer authorized a withdrawal from i'ssue of four of the applications. See supra. 'Pa»rt 7. No
action has been taken on the fifth as it is allegedly mxsplaced by the PTO. No exélanation has

' been given for these severe actions nor has further action notifying applicants of the new status of
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thekse applications issued as was promised in the notice of Withdrawal From Issue. Applicants’
efforts to ease the burden of examining the many related co-pending applications have not been .
received by the examiners of Technology Center 2700 with ;a view to finally concluding the
prosecution of these applications. Rather, Applicants’ efforts have been used b}" Directof Dwyer
. and the examiners of Technology Center 2700 under his supervision to delay prosecuﬁon while
the examiners intexminébly ponder the morits of Applicants’ applications.
Due to the lack of relief from Director Dwyer on numerous issues, Applicants request
supérvisory authority over Director Dwyer himself.' In addition, due to the unreasonablo delay on'
~ repeated occasions, Applicants request that an expedited schedule be unposed on Director Dwyer
and the examiners under his supervision respon51ble for this application and other related
apphcanons 10 ensure that all these application are considered with the dispatch accorded, to
“special” applications. Such a schedule should impose a time hmlt prohibiting further delay in

issuing Office Actions and other correspondence in this application and Applicants’ related
applications
V. Petition for Wlthdrawal of Requirement and Imposmon of a Schedule
In conclusion, Applxcants submit that the Exammer has exceeded the scope of his
authority in improperly imposing requxrements on the Apphcants which are contrary to the Patent
~ Act, and the PTO’s rules and regulations. Applicants respectfully request that the Commissioner
require the Examiner to withdraw the Requirement that Applicants: (1) file terminal disclaimers

in each of the related 329 applications terminally disclaiming each of the other co-pending
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applications; (2) provi.de an affidavit attesting to the fact that all claims m the co-pending

" applicauons have been reviewed by Applicants and that no conflicting claims exist between the

applications; or (3) resolve all conflicts between claims in the co-pending applications by |

identifyinQ how all the claims in the instant application are distinct and separate inventions from

all the claims in the above identified 329 appl'ications, which upon failing_to do so wﬂl abandnn

the application.

Under 37C. F R. § 1.105, § 1.106 and § 1.78(b), the Exammer has the duty to make every

appl'icable rejection, including double patenting rejection. Failure to make €Very proper rej ection

- denies Applicants all rights and benefits related thereto, e.g., Applicants’ right to appeal, etc.

-Once ob\nousness-type double patennng analysis has been applied and conﬂlcnng clmms have

been determmed to exist, only a provzszanal obviousness-type double patennng rejection is

- 'possible until claims from one apphcanon are allowed.

Further, Applicants respectfully request that the Comnnsswner 1mpose a schedule on the
exammers supervised by Director Dwyer expediting the examination of thls apphcatlon and -
related applicanons Although Applicants have provided comprehensxve sub@551om to assist.
the exammers in comparmg and analyzmg the claims, the examiners have contmued to neglect

the examination of these applications resultmg in compounded delays “Thus, Applicants

~ respectfully request that a schedule be imposed on Director Dwyer requiring compliance with the

PTO’s commitment to proper disposition of applications that have been pending for more than 5

years. -
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The PTO has delayed the examination of this and the related applications for far too long.
Further delay is unconscionable. The Commissioner should impose a schedule on chhnology
Center 2700 requiring prompt examination and disposition of these applications. Applicants
suggest thaf the Commissoner reciuire that all consolidated groupings have an initial Office

Action within thirty clays of the grant of this Petition and that a further Office Action be issued

. within thirty days of the rece1pt of any Response or Amendment to such initial Office Action.

Respectfully submitted,

HUNTON & WILLIAMS

. ot M

ThomasJ Scoii, Jr.
Reg. No. 27, 836

HUNTON & WILLIAMS

1900 K Street, N.W.
Washington, D.C. 20006-1109

Telephone: (202) 955-1500
Facsimile: (202) 778-2201
February 28, 2000
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